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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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5) n Claim(s) is/are allowed. 
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DETAILED ACTION 
Response to Amendment 

In response to the amendment filed February 9, 2004 in which the apphcant cancels 
claims 2-4 and 7-9, amends claims 1, 5, and 6, adds new claims 10-17, and claims 1, 5-6, and 10-17 
are pending in this office action. 

L The affidavit under 37 CFR 1.132 filed February 9, 2004 is insufficient to overcome the 
rejection of claims 1-9 based upon the Play Dao website and the article review from Abstract 
Games Magazine, which was available on the Play Dao website as set forth in the last Office 
action because: The affidavit does not provide any evidence of unexpected results, commercial 
success, solution of a long-felt need, inoperability of the prior art, and invention before the date 
of the reference does traverse the rejection in the previous office action (see MPEP 716). The 
affidavit submitted seems to be a mere opinion of the applicant without any factual evidence. 
The examiner notes that the website was established and placed on line in December of 1999, 
but without any information. What was on the Play Dao website when it was established? 
What if any, information was on the website? 

Drawings 

2. T he drawings are objected to under 37 CFR 1.83 (a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the limitations in claims 5, 12, 13, 17, 
and the method of claim 16 must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 
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A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the apphcation. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 33 USCS112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 12, 13, 16, and 17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The disclosure does not provide all of the limitations disclosed in claims 12, 
13, 16, and 17. The examiner request applicant to point out in the disclosure the claimed 
limitations. Applicant is reminded that no new matter may be entered. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1, 5, 10-15, and 17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In claims 1, 5, 10-15, and 17 the preamble recites a "game" yet both apparatus and method 
claims appear to be in the body of the claim, which leads to wonder if apphcant is claiming an 
apparatus or a method. 

In claims 12-13 and 17 the preamble recites a "game" yet a program appears to be in the 
body of the claims, which leads to wonder if applicant is claiming an apparatus or a program. 

In claim 16 the preamble recites a "method" yet a program appears to be in the body of 
the claim, which leads to wonder if apphcant is claiming a method or program. 

The function of the program noted above does not provide the function to be limiting to 
the structure and should applicant desire function to be limiting of structure, 35 U.S.C. 112 6^^ 
Paragraph language should be invoked 

Claim 10 recites the limitation "the edges" in line 2. There is insufficient antecedent basis 
for this limitation in the claim. 

Claim Rejections - 35 USCS102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

8. Claims 1, 5-6, and 10-17 are rejected under 35 U.S.C. 102(b) as being anticipated by Play 
Dao website. 

9. The Play Dao website discloses a board game having the following: 
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A surface with a playing area having sixteen playing positions arranged in a four- 
by-four grid, eight playing pieces in two sets of four, each of the sets distinguishable from 
the other, and rules of the game (about Dao page) as recited in claim 1. 

The game additionally having printed matter setting forth a method of play 
therefore, and the method of play is the rules of the game as recited in claim 5. 

The game having additionally printed matter setting forth a method of play 
therefor, and the method of play is the rules of the game (about Dao page) as recited in 
claim 5. 

The game board method having the following: 

Providing a playing area having sixteen playing positions arranged in a four-by- 
four grid, 

providing eight playing pieces in two sets of four, each of the sets distinguishable 
from the other, 

assigning one of the sets of playing pieces to a player, 
assigning the other set of playing pieces to a different player, 
placing the playing pieces on the playing area in an X-shaped configuration such 
that each set of playing pieces is aligned diagonally on the playing area to form a strait 
line between two comers of the playing area, 

selecting a first player, who begins play by moving one of the playing pieces 
assigned to that player from the starting configuration to any one of the playing 
positions, subject to the provision that in completing a move, the move must in a straight 
line, and the playing pieces must be moved as far as possible until the one of the playing 
pieces reaches the end of the playing area or another of the playing pieces, and further 
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subject to the provision that in completing the move, the playing pieces cannot be moved 
over another of the playing pieces or to one of the playing positions that is already 
occupied by another of the playing pieces, 

selecting a second player v^ho continues play by moving one of the playing pieces 
assigned to that player subject to the same conditions of the move of the first player, 

continuing play during which the first player and the second player, in 
altemating turns, make moves until one player is declared the winner, and 

declaring the winner to be the player who aligns his or her playing pieces to: 
form any straight line except a diagonal line, 

occupy all of the playing positions in the comers of the playing surface at 
the same time, 

form a square configuration with all of the winner's playing pieces 
adjacent to each other, or 

have any one of the winner's playing piece blocked in any one of the playing 
positions at the comers of the playing surface by three of the playing pieces of the other 
player as recited in claim 6. 

The playing pieces can be moved in strait lines the are parallel to the edges of the 
playing area and the playing pieces can also be moved in strait lines that are diagonal to 
the edges of the playing area as recited in claim 10. 

A set of playing pieces is in a winning configuration if it satisfies any one of the 
conditions from the group of conditions consisting of: 

All of the playing pieces in a set from a non-diagonal strait line on the playing 
area, all of the playing pieces in a set being located in the comer playing positions of the 



Application/Control Number: 10/060,124 Page 7 

Art Unit: 3714 

playing area at the same time, and all of the playing pieces in a set being adjacent tot each 
other such that the set of playing pieces forms a square as recited in claim 11. 

A computer having a visual display device and a user input device programmed 
such that the playing area and playing pieces are displayed on the display device, a user 
can use the input device to designate a playing piece for movement and designate a 
playing area that the pieces is to be moved to, the computer v^ill change the displayed 
location of the playing pieces based on the user input, the computer will keep track of 
the location of the playing pieces, the computer will not allowing a playing piece from 
either set to be moved out of tum and moved to any playing position other than the last 
open playing position along a strait hne from the playing position occupied by the 
playing piece that is being moved, the computer will display a signal when a set of 
playing pieces is in a winning configuration and the computer will return the displayed 
playing pieces to the starting configuration based on user input as recited in claim 12. 

A user can use the input device to control the movement of one set of playing 
pieces and the computer will be move the other set of playing pieces as recited in claim 
13. 

The playing are is located on a portable playing surface as recited in claim 14. 

A playing area having sixteen playing positions arranged in a four-by-four grid, 
eight playing pieces in two sets of four, each of the sets distinguishable from the other, 
printed matter setting forth the rules of the game and a method of play therefore, the 
playing pieces on the playing area in an X-shaped configuration such that each set of 
playing pieces is aligned diagonally on the playing area to form a strait line between two 
corners of the playing area, one playing piece from one of the sets is then moved in a 
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strait line to the furthest playing position along that strait line that is not occupied by 
another playing piece, one playing piece from the other set is then moved in a strait line 
to the furthest playing position along that strait line that is not occupied by another 
playing piece, and playing continues with moves in a strait line alternating between the 
two sets of plying pieces until one of the sets of playing pieces is configured such that is 
stratifies any one of the conditions from the group of the conditions consisting of; 

all of the playing pieces in a set forming a non-diagonal strait line on the playing 

area, 

all of the playing pieces in a set being located in the comer playing position of the 
playing area at the same time, 

all of the playing pieces in a set being adjacent to each other such that the set of 
playing pieces forms a square, and 

all of the playing pieces in a set in a set being located in any comer playing 
position and being blocked from movement in any direction by three playing pieces from 
the other set as recited in claim 15. 

The game is played using a computer having a visual display device and a user 
input device programmed with suitable algorithms such that, the playing area and 
playing pieces are display ed on the visual display device, 

a user can use the input device to designate a playing piece for movement and 
designate a playing area that the piece is to be moved, 

the computer will change the displayed location of the playing pieces based on 
the user input, 

the computer will keep track of the location of the playing pieces, 
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the computer will not allow a playing piece from either set to be moved out of 
tum, the computer will not allow a playing piece from either set to be moved to any 
playing position other than the last open playing position a long a strait line from the 
playing position occupied by the playing piece that is being moved, 

the computer will display a signal when a set of playing pieces is in a winning 
configuration , and 

the computer will retum the displayed playing pieces to the starting 
configuration based on user input as recited in claim 16. 

A user can use the input device to control the movement of one set of playing 
pieces and the computer will move the other set of playing pieces as recited in claim 17. 

10. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Kerry Handscomb, 
review from Abstract Games Magazine (copyright from play Dao website 1999). 

11. The review from Abstract Games Magazine discloses a board game having the following: 

A playing area having sixteen playing positions arranged in a four-by-four grid, 
eight playing pieces in two sets of four, each of the sets distinguishable from the other, 
and rules of the game as recited in claim 1. 

In regard to the claimed (rules of the game) in claim 1, these statements are 
considered to be game rules. In game apparatus claims, only the claimed elements having 
physical structure (e.g. eight playing pieces, a playing area having sixteen playing positions) are 
given patentable weight. Game rules, (e.g. the playing pieces arranged in an X-shaped 
configuration, one playing area to form a strait line between two corner of the playing area etc.), 
however, have no physical structure per se. Thus, game rules have no limiting affect in game. 
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apparatus claims. Inherently, any game played would provide some types of printed matter for 
instructions on how to play the game. 

12. Claims 1, 5, 10, 11, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lamle ^080. 

13. Lamle discloses the following: 

A board game having a playing are having sixteen playing positions arranged in 
four-by-four grid (figures 1 and 8), eight playing pieces in two sets of four, in which the 
examiner interprets the Lamie reference to have the equivalent to the claimed eight 
playing pieces in two sets of four, each of the sets distinguishable from the other (squares 
and circles) and rules of the game as recited in claim 1. 

The playing pieces can be moved in strait lines the are parallel to the edges of the 
playing area and the playing pieces can also be moved in strait lines that are diagonal to 
the edges of the playing area as recited in claim 10. 

A set of playing pieces is in a winning configuration if it satisfies any one of the 
conditions from the group of conditions consisting of: 

All of the playing pieces in a set from a non-diagonal strait line on the playing 
area (figures 3 and 4), all of the playing pieces in a set being located in the comer playing 
positions of the playing area at the same time (figure 6), and all of the playing pieces in a 
set being adjacent tot each other such that the set of playing pieces forms a square (figure 
7) as recited in claim 11. 

The playing are is located on a portable playing surface as recited in claim 14. 
In regard to the claimed (rules of the game) in claim 1, these statements are considered to 
be game rules. In game apparatus claims, only the claimed elements having physical structure 
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(e.g. eight playing pieces, a playing area having sixteen playing positions) are given patentable 
weight. Game rules, (e.g. the playing pieces arranged in an X-shaped configuration, one playing 
area to form a strait line between two comer of the playing area etc.), however, have no physical 
structure per se. Thus, game rules have no limiting affect in game apparatus claims. Inherently, 
in claim 5, any game played would provide some types of instructions on how to play the game. 

Claim Rejections - 35 USCS103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be neg?itived by the 
manner in which the invention was made. 

15. Claim 12-13 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lamle 
^080 in view of Harris 372. 

16. Lamle discloses the claimed invention as discussed above except for the following: 

A computer having a visual display device and a user input device programmed 
such that the playing area and playing pieces are displayed on the display device, a user 
can use the input device to designate a playing piece for movement and designate a 
playing area that the pieces is to be moved to, the computer will change the displayed 
location of the playing pieces based on the user input, the computer will keep track of 
the location of the playing pieces, the computer will not allowing a playing piece from 
either set to be moved out of turn and moved to any playing position other than the last 
open playing position along a strait line from the playing position occupied by the 
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playing piece that is being moved, the computer will display a signal when a set of 
playing pieces is in a winning configuration and the computer will return the displayed 
playing pieces to the starting configuration based on user input as recited in claim 12. 

A user can use the input device to control the movement of one set of playing 
pieces and the computer will be move the other set of playing pieces as recited in claim 
13. 

A user can use the input device to control the movement of one set of playing 
pieces and the computer will move the other set of playing pieces as recited in claim 17. 
Harris teaches a game having visually displayed on the computer with a program that 
assigns different program actions to rules for a game. By having a game played on a computer, 
one of ordinary skill in the art would provide a new and improved game. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the apphcants invention was 
made to modify Lamle to include a program that assigns different program actions to rules for a 
game as taught by Harris to provide a new and improved game. 

Response to Arguments 

17. Applicant's arguments with respect to claims 1, 5-6, and 10-17 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR L136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex P. Rada whose telephone number is 703-308-7135. The 
examiner can normally be reached on Monday - Friday, 08:00-16:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Hughes can be reached on 703-308-1806. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished apphcations is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





